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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). tn no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after t he mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 05 November 2003 . 
2a)D This action is FINAL. 2b)E>3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. ' 

Disposition of Claims 

4) H Claim(s) 1-13 is/are pending in the application. 

4a) Of the above claim(s) __ is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-13 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

This first office action is in response to Application 10/701071, filed on 

11/05/2003. 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 11-13 are rejected because the claimed invention is directed to non- 
statutory subject matter, in this case propagation signals. Regarding claims 11-13, 
which recite propagation signals, a propagation signal is in a non-statutory category. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 , 3, 5, 6, 8, 1 1 , 9, and 12 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Svensson (US Patent 5687216) in view of Kenjii (JP publication 10- 
070750, application 09-123926) 

Regarding claims 1 , 8, and 1 1 : 
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Svensson discloses an electronic mail receiving method for use in a 
communications terminal having an electronic mail reception function, medium, 
terminal, and program causing the computer to execute (abstract): comprising making 
to a user a notification (Col 3, lines 40-45) that must be released (Col 4, lines 25-27) if a 
state where a new electronic mail cannot be captured (Col 1 , lines 30-35) unless the of 
an existing electronic mail is released is determined, when the new electronic mail is 
received, or an inquiry is made to a mail server. (Col 6, lines 40-45). Svensson 
discloses all the limitations as disclosed above except for mail protection. 

Kenjii discloses message protection, (paragraph 0005) . The general concept of 
providing mail protection is well known in the art as illustrated by Kenjii who discloses 
mail protection in an electronic mail receiving terminal, medium, method, and program. 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention to modify Svensson to include the use of mail protection in his advantageous 
method as taught by Kenjii in order to retain important messages as stated by Kenjii in 
paragraph 0003. 

Regarding claims 3, 9, and 12: 

Svensson discloses the electronic mail receiving method, medium, terminal, and 
program causing the computer to execute further comprising making the user release 
the by transferring display contents to a after making the notification to the user. (Col 3, 
lines 41-45 and Col 4, lines 58-62 discloses notifying the user to release screen) 
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Svensson discloses all the limitations as disclosed above except for protection and the 
protection release operation screen. 

Kenjii discloses protection (paragraph 0005) and the protection release operation 
screen, (paragraph 0008). The general concept of providing a protection release 
screen and protection is well known in the art as illustrated by Kenjii who discloses a 
protection release screen and protection. 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention to modify Svensson to include the use of protection release screen and 
protection in his advantageous method as taught by Kenjii in order to enhance mail 
receiving methods in a limited memory device. 

Regarding claim 6: 

Svensson discloses the communications terminal, comprising: a determining unit 
determining a state where a new electronic mail cannot be captured unless of an 
existing electronic mail is released, when the new electronic mail is received, or an 
inquiry is made to a mail server (Col 1 , lines 30-34 imply a determining unit by the 
function that is disclosed.); and a guidance unit making to a user a notification that the 
must be released, if said determining unit determines, the state where the new electronic 
mail cannot be captured unless the of an existing electronic mail is released. (Col 3, 
lines 42-45 imply a guidance unit by the function that is disclosed.) Svensson discloses 
all the limitations as disclosed above except for protection. 
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Kenjii discloses message protection, (paragraph 0005) . The general concept of 
providing mail protection is well known in the art as illustrated by Kenjii who discloses 
mail protection in an electronic mail receiving terminal, medium, method, and program. 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention to modify Svensson to include the use of mail protection in his advantageous 
method as taught by Kenjii in order to retain important messages as stated by Kenjii in 
paragraph 0003. 

Regarding claim 5: 

Svensson discloses the electronic mail receiving method according to claim 1 , 
wherein the state where a new electronic mail cannot be 

captured unless the of an existing electronic mail is released (Col 3, lines 40-46) is a 
state where a received electronic mail box is full and all of existing electronic mails (Col 
1, lines 30-35 and (Col 3, lines 40-46). Svensson discloses all the limitations as 
disclosed above except for set to be protected and protection. 

Kenjii discloses message protection, (paragraph 0005) and set to be protected 
(paragraph 0024). The general concept of providing mail protection is well known in the 
art as illustrated by Kenjii who discloses mail protection in an electronic mail receiving 
terminal, medium, method, and program. 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention to modify Svensson to include the use of mail protection in his advantageous 
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method as taught by Kenjii in order to retain important messages as stated by Kenjii in 
paragraph 0003. 

4. Claims 2, 4, 7, 1 0, and 1 3 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Svensson and Kenjii in view of Makino (US application 09/046699) 

Regarding claim 2, 7, 10, and 13: 

Svensson discloses the electronic mail receiving method, medium, terminal, and 
program causing the computer to execute further comprising: electronic mails for which 
protection is to be released (Col 4, lines 25-27) so as to capture a new electronic mail 
and notifying the user and making the user release together for a plurality of existing 
electronic mails if the plurality of electronic mails is released, when the determination is 
made. (Col 6, lines 40-45) Svensson discloses all the limitations as disclosed above 
except for obtaining a minimum number of existing electronic mails for which protection 
is to be released, the obtained number mails for which protection is to be released. 

Makino discloses obtaining a minimum number of existing mails for which 

protection is to be released so as to capture a new electronic mail (Col 2, lines 45-47, 

and Col 2, lines 65-67 and Col 3, lines 1-2 explains how obtaining a minimum number 

for which the user is notified of the number of messages to delete is accomplished. The 

general concept of obtaining a minimum number of existing mails for which protection is 
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to be released so as to capture a new electronic mail is well known in the art as 
illustrated by Makino who discloses obtaining a minimum number of existing mails for 
which protection is to be released so as to capture a new electronic mail. 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention to modify Svensson to include the use of obtaining a minimum number of 
existing mails for which protection is to be released so as to capture a new electronic 
mail in his advantageous method as taught by Makino in order to make room for new 
messages. 

Regarding claim 4: 

Svensson discloses the electronic mail receiving method according to claim 2, 
further comprising capturing a new electronic mail by making a 
deletion. (Col 1, lines 35-40) 

Svensson discloses all the limitations as disclosed above except for deleting 
sequentially from an existing electronic mail having an older date among the existing 
electronic mails for which the protection has been released. 

Kenjii discloses deleting sequentially from an existing electronic mail having an 
older date among the existing electronic mails for which the protection has been 
released, (paragraph 0024, discloses how unprotected messages are deleted 
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sequentially which may have been formerly protected, while protected messages are 
saved.) 

The general concept of deleting sequentially from an existing electronic mail 
having an older date among the existing electronic mails for which the protection has 
been released is well known in the art as illustrated by Kenjii who discloses deleting 
sequentially older messages in a system which releases protection of messages. 

It would have been obvious for one of ordinary skill in the art at the time of the 
invention to modify Svensson to include the use of deleting sequentially from an existing 
electronic mail having an older date among the existing electronic mails for which the 
protection has been released in his advantageous method as taught by Kenjii in order to 
make room for new messages. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joan B. Naurot Ton whose telephone number is 571- 
270-1595. The examiner can normally be reached on M-Th 9 to 6:30 (flex sched) and 
alt Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan Flynn can be reached on 571-272-1915. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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8/20/2007 




